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— The MAILING DATE of this communication appears on the cover sheet beneath the correspondence address— 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 
OF THIS COMMUNICATION. 



-3- 



MONTH(S) FROM THE MAILING DATE 



- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Status 

□ Responsive to communication(s) filed on 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 ; 453 O.G. 213. 



Disposition of Claims 

5H5laim(s) S — 



. is/are pending In the application. 



Of the above claim(s)- 



is/are wit hdrawn from consideration. 

^aim(s) N'T, /«- **/ Ik -^l^^^^j ?2^£mgRe6. ^ 



^Taim(s) % /t; ^/ -37,.3# ; 



□ Claim(s)- 

□ Claim(s)- 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 (a)-(d) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 



is/are rejected. 

- is/are objected to. 

- are subject to restriction or election 
requirement. 



□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

•Certified copies not received: 

Attachments) 



□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 
tS^otice of Reference(s) Cited, PTO-892 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 



□ Interview Summary, PTO-413 

□ Notice of Informal Patent Application, PTO-152 

□ Other 
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35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Claims 8-9, 15, 21, 28-29 and 37-38 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

The claims are drawn to seeds produced from transgenic plants. Given meotic 
segregation, some of the seeds will not possess the transgene. Thus, these seeds will be 
indistinguishable from naturally occurring seeds. 

See American Wood v. Fiber Distintegrating Co., 90 U.S. 566 (1974), American Fruit 
Growers v. Brogdex Co., 283 U.S. 2 (1931), Funk Brothers Seed Co. v. Kalo Inoculant Co., 33 
U.S. 127 (1948), Diamond v. Chakrabarty, 206 USPQ 193 (1980). 

The following amendments would overcome this rejection: 

In claims 8, 15, 21, 28 and 37, insert before the period - , wherein said seed comprises 
said expression cassette—. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 

i 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S. C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 8-9, 15, 21, 28-29, 37 and 38 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Denyer et al. 

The claims are broadly drawn to seeds from transgenic plants including wheat. 

Denyer et al teach wheat plants produced from seeds, and which produce their own seeds 
or "grains" (see, e.g., page 257, column 1, first full paragraph). The wheat seeds taught by the 
prior art differ from the claimed seeds only in their method of manufacture, namely their 
production from a transgenic plant. However, given the loss of genetic material during meiosis, 
the production of transgenic plants would not confer a unique property to the claimed seeds 
which would distinguish them from the prior art seeds. See In re Thorpe, 227 USPQ 964, 966 
(Fed. Cir. 1985), which teaches that a product-by-process claim may be properly rejectable over 
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prior art teaching the same product produced by a different process, if the process of making the 
product fails to distinguish the two products. 

Amending the claims to address the rejection under 35 USC 101 would obviate the art 
rejection. 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Bird et al (Accession No. AAV28687) teach a nucleic acid with 16.3% overall and 70.9% 
local similarity to SEQ ID NO:l 5 which encodes a ripening-related enzyme from banana. McCue 
et al (Accession No. Q9FUU6) teach a protein encoded by a nucleic acid, which protein is a 
branching enzyme and has 62.8% overall and 63.7% local similarity to SEQ ID NO: 2, the protein 
encoded by SEQ ID NO: 1 . These references teach the existence of "functional derivatives" of 
SEQ ID NO: 1 which do not encode starch synthase enzymes. However, claim 53 does not 
encompass these particular functional derivatives, since it depends upon claim 43 which depends 
upon claim 1 . 

Claims 1-7, 10-14, 16-20, 22-27, 30-36, and 39-55 are deemed free of the prior art, given 
the failure of the prior art to teach or suggest isolated nucleic acid molecules encoding SEQ ID 
NO:2 or 6, or methods of their use to transform plants for altered starch composition or content. 

Claims 1-7, 10-14, 16-20, 22-27, 30-36 and 39-55 are allowed. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to David T. Fox whose telephone number is (703) 308-0280. The examiner can 
normally be reached on Monday through Friday from 10:30AM to 7:00PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Amy 
Nelson, can be reached on (703) 306-3218. The fax phone number for this Group is (703) 872- 
9306. The after final fax phone number is (703) 872-9307. 

Any inquiry of a general nature or relating to the status of this application or proceeding should be 
directed to the Group receptionist whose telephone number is (703) 308-0196. 

May 5, 2003 



DAVID T. FOX 
PRIMARY EXAMINER 
GROUP m- /QP^S" 




